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EXAMINER' S ANSWER 



This is in response to the appeal brief filed 28 February, 201 1 appealing from the Office action 
mailed 29 January, 2010. 
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1. Real Party in Interest 

A statement identifying by name the real party in interest is contained in the Appeal Brief. 

2. Related Appeals and Interferences 

There are no other known appeals or interferences which will directly affect or be directly 
affected by or have bearing on the Board's decision in the pending appeal 

3. Status of Claims 

The statement of the status of claims contained in the Appeal Brief is correct. 

4. Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in the 
Appeal Brief is correct. 

5. Summary of Claimed Subject Matter 

The summary of claimed subject matter contained in the Appeal Brief is correct. 

6. Grounds of Rejection to be Reviewed on Appeal 

The appellant's statement of the grounds of rejection to be reviewed on appeal contained in the 
Appeal Brief is correct. 
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7. Claims Appendix 

The copy of the appealed claims contained in the Appeal Brief is correct. 

8. Evidence relied Upon 

US 5,966,700 A Gould et al. 10-1999 

Official Notice of facts related to financial contracts and mortgage insurance that are old and 
well known to those of ordinary skill in the art, including: 

• mortgage insurance subject to self insurance 

• obtaining financing and finance insurance simultaneously 

• paying the insurance premium with a single payment 

• paying the premium with proceeds from a sale 

• paying the premium from the proceeds of a commission 

• controlling communications between financial institutions 

• tracking the sale of the financing contract in a secondary market 

• linking buyers and seller in the marketplace 

• setting a price for the financing contract including an excess over the initial price 

• using the excess to purchase the mortgage insurance 

• tracking the maintenance of the insurance 
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9. Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 
Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 1 - 27 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claims 1 and 27 contains the name "Shariah" for the body of Islamic religious 
law. Where the name "Shariah" is used in a claim as a limitation to identify or describe a 
particular law, the claim does not comply with the requirements of 35 U.S.C. 1 12, second 
paragraph. The claim scope is uncertain since the name cannot be used properly to identify any 
particular law. The name is used to identify a source of laws, and not the laws themselves. 
Thus, the name does not identify or describe the laws associated with the name. In the present 
case, the name is used to identify/describe a law used by a group of Islamic scholars to review 
contracts for Shariah compliance and, accordingly, the identification/description is indefinite. 
The use of the term "Shariah" in the claim presents the same problem as when a trademark or 
trade name is used in a claim as a limitation to identify or describe a particular material or 
product. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 1982). 

Claims 1-27 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. Claims 1 and 27 contains the limitation "computing... a quantity of mortgage 
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insurance coverage required to satisfy a board-determined Shariah-compliant credit 
enhancement" . The claim scope is indefinite because the Shariah board determination of a 
credit enhancement is subjective. The claim does not recite how the Shariah board makes the 
determination. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 
rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 1 02 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 (1966), 
that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1. Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or nonobviousness. 

Claims 1, 3 - 5, 7 - 12 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Gould et al. (US 5,966,700 A). 
CLAIM 1 

Gould as shown discloses a system for managing mortgage pools with the following 
limitations: 

• an originator computer; (see at least Gould column 2 line 21 - 24); 
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• entering a property value and a property financing amount as input to a computer; 
(see at least Gould column 2 line 29 - 32); 

• computing, from the property value and a property financing amount, a quantity of 
mortgage insurance coverage required to satisfy a credit enhancement; (see at 
least Gould column 2 line 34 - 36; column 3 line 40 - 43 and column 4 line 3 - 25); 

• securing a mortgage insurer's commitment to an intermediary to insure a home 
financing contract, wherein said intermediary is not a lender or borrower; (see at 
least Gould column 2 line 36 - 40 and column 4 line 3 - 25). 

Gould as shown discloses the limitations shown above. Gould may or may not specifically 
disclose "required to satisfy a Shariah board determined Shariah compliant credit 
enhancement"; however, Gould does disclose that the amount of credit enhancement is 
determined by a "funding institution" after examining historic credit losses incurred by the 
mortgage originator. Therefore, it would be obvious to one of ordinary skill in the art at the time 
of the invention to modify Gould to determine a credit enhancement amount as determined by 
body other than the funding institution merely as a matter of design choice. Specifically, that a 
Shariah board may determine the amount of the credit enhancement because the Shariah is an old 
and well know body of Islamic law that deals with aspects of day-to-day life including 
economics, banking, business and contracts. One would be motivated to make such a 
modification in order to comply with the Islamic Law contained in the Shariah and, since so 
doing could be performed readily and easily by any person of ordinary skill in the art, with 
neither undue experimentation, nor risk of unexpected results. 
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CLAIMS 3 - 5, 7 - 12 and 16 

Gould as shown discloses the limitations above relative to Claim 1. Gould also discloses the 
following limitations: 

• obtaining mortgage insurance for said coverage, wherein said insurance is not 
obtained from a non-affiliated insurance provider; (see at least Gould column 3 
line 48 - 52); 

• issuing a signal from an originator computer to a mortgage insurance provider 
computer communicating an amount of mortgage insurance required for said 
property financing amount to be insured under a master mortgage insurance 
agreement between a intermediary and said insurance provider; (see at least Gould 
column 6 line 23 - 43); 

• issuing a communication from an insurance company computer to an originator 
computer by telecommunications system said communication indicating a 
commitment to insure the quantity of mortgage insurance coverage under a self- 
insurance requirement; (see at least Gould column 7 line 65 to column 8 line 1); 

• signaling from an originator computer to a mortgage insurance provider computer 
said amount of mortgage insurance coverage required on a contract to facilitate a 
sale under said purchase and sale agreement; (see at least Gould column 6 line 23 
-43); 

• steps are carried out with an originator placing mortgage insurance with an 
insurance provider for said coverage absent control from a master agreement 
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between the originator and an insurance provider; (see at least Gould column 3 
line 48 - 52); 

• said steps are carried out with an originator placing mortgage insurance with an 
insurance provider for said coverage subject to control by an agency agreement 
the originator and the intermediary; (see at least Gould column 5 line 44 - 65); 

• at least one of said steps are carried out under control of a master mortgage 
insurance policy between a intermediary and an affiliated mortgage insurance 
company; (see at least Gould column 6 line 10-22); 

• making an insurance policy for said coverage required to satisfy a credit 
enhancement by entering a standard insurance policy into memory of a computer; 
modifying the standard insurance policy responsive to a communication from the 
intermediary, to make the insurance policy for said coverage required to satisfy a 
credit enhancement; and issuing said policy for said coverage; (see at least Gould 
column 5 line 66 to column 6 line 9 and column 8 line 54 - 57); 

• using a standard insurance policy for said coverage required to satisfy a credit 
enhancement supplemented by adding definition to said standard insurance policy; 
and issuing said policy in combination with said definition for said coverage; (see 
at least Gould column 5 line 66 to column 6 line 9 and column 8 line 54 - 57). 

CLAIMS 2, 6 and 13 - 26 

Gould as shown discloses the limitations shown above relative to Claim 1. Gould may or may 
not specifically disclose the following limitations: 
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• obtaining mortgage insurance coverage subject to a self-insurance requirement; 

• originating the home financing contract simultaneous with ordering mortgage 
insurance corresponding to said coverage; 

• providing life of contract insurance corresponding to said coverage and priced for 
a single payment insurance premium paid by a intermediary; 

• paying premium payments for life of contract insurance, corresponding to said 
coverage, from proceeds received by the intermediary from a sale of the home 
financing contract; 

• paying premium payments for life of contract insurance, corresponding to said 
coverage, from a commission received by the intermediary from the originator to 
ensure servicing of the home financing contract after delivery of the home 
financing contract by the intermediary to a secondary market participant; 

• controlling computer communication of services provided by an originator as 
agent for the intermediary subject to an administration agreement between the 
originator and the intermediary; 

• tracking, by computer, an obligation specified in an agreement between the 
intermediary and a secondary market participant under which an originator is the 
intermediary's agent to facilitate a sale of said home financing contract to the 
secondary market participant; 
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• communicating a designation from the intermediary's computer to an originator's 
computer that the originator shall service an insurance policy corresponding to 
said coverage; 

• linking an originator of a financing transaction corresponding to the coverage as 
an agent in a transaction with a subsequent buyer of the home financing contract 
in a secondary market participant's computer communications with a mortgage 
insurance provider computer; 

• an originator of the home financing contract acting as agent for the intermediary 
to carry out a sale of the home financing contract to a secondary market 
participant; 

• sending from an insurance provider computer to an originator's computer, by 
telecommunications systems, a communication reflecting that said originator is 
agent for the intermediary in the intermediary's commitment to insure the home 
financing contract pursuant to an insurance certificate; 

• generating price by which the intermediary sells the home financing contract to a 
secondary market participant, said price including an excess beyond an initial 
price for the contract effective when said home financing contract was purchased 
from an originator; 

• applying, with the intermediary computer, at least a portion of the excess to 
purchase single premium insurance; 
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• generating price by which the intermediary sells the home financing contract to a 
secondary market participant, said price including an excess beyond an initial 
price for the contract effective when said home financing contract was purchased 
from an originator; 

• applying, with the intermediary computer, at least a portion of the excess to 
purchase single premium insurance; 

• tracking secondary market participation to maintain a self insurance arrangement 
between the intermediary and the provider; 

However, Examiner takes Official Notice that it is old and well known in the insurance and 
mortgage finance arts to: 

• obtaining mortgage insurance coverage subject to a self-insurance requirement; 

• originating the home financing contract simultaneous with ordering mortgage 
insurance corresponding to said coverage; 

• providing life of contract insurance corresponding to said coverage and priced for 
a single payment insurance premium paid by a intermediary; 

• paying premium payments for life of contract insurance, corresponding to said 
coverage, from proceeds received by the intermediary from a sale of the home 
financing contract; 

• paying premium payments for life of contract insurance, corresponding to said 
coverage, from a commission received by the intermediary from the originator to 
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ensure servicing of the home financing contract after delivery of the home 
financing contract by the intermediary to a secondary market participant; 

• controlling computer communication of services provided by an originator as 
agent for the intermediary subject to an administration agreement between the 
originator and the intermediary; 

• tracking, by computer, an obligation specified in an agreement between the 
intermediary and a secondary market participant under which an originator is the 
intermediary's agent to facilitate a sale of said home financing contract to the 
secondary market participant; 

• communicating a designation from the intermediary's computer to an originator's 
computer that the originator shall service an insurance policy corresponding to 
said coverage; 

• linking an originator of a financing transaction corresponding to the coverage as 
an agent in a transaction with a subsequent buyer of the home financing contract 
in a secondary market participant's computer communications with a mortgage 
insurance provider computer; 

• an originator of the home financing contract acting as agent for the intermediary 
to carry out a sale of the home financing contract to a secondary market 
participant; 

• sending from an insurance provider computer to an originator's computer, by 
telecommunications systems, a communication reflecting that said originator is 
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agent for the intermediary in the intermediary's commitment to insure the home 
financing contract pursuant to an insurance certificate; 

• generating price by which the intermediary sells the home financing contract to a 
secondary market participant, said price including an excess beyond an initial 
price for the contract effective when said home financing contract was purchased 
from an originator; 

• applying, with the intermediary computer, at least a portion of the excess to 
purchase single premium insurance; 

• generating price by which the intermediary sells the home financing contract to a 
secondary market participant, said price including an excess beyond an initial 
price for the contract effective when said home financing contract was purchased 
from an originator; 

• applying, with the intermediary computer, at least a portion of the excess to 
purchase single premium insurance; and 

• tracking secondary market participation to maintain a self insurance arrangement 
between the intermediary and the provider. 

Therefore, it would have been obvious to one of ordinaiy skill in the art, at the time of the 
invention, to have modified the mortgage management system of Gould with the Official Notice 
taken to provide old and well known functions of financial contract and insurance administrators 
including the following: 
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• mortgage insurance subject to self insurance; 

• obtaining financing and finance insurance simultaneously; 

• paying the insurance premium with a single payment; 

• paying the premium with proceeds from a sale; 

• paying the premium from the proceeds of a commission; 

• controlling communications between financial institutions; 

• tracking the sale of the financing contract in a secondary market; 

• linking buyers and seller in the marketplace; 

• setting a price for the financing contract including an excess over the initial price; 

• using the excess to purchase the mortgage insurance; 

• tracking the maintenance of the insurance; 

in order to provide flexibility in obtaining mortgage insurance, in paying for the mortgage 
insurance premium, and in marketing the financial contract in a marketplace, since so doing 
could be performed readily and easily by any person of ordinary skill in the art, with neither 
undue experimentation, nor risk of unexpected results. 
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10. Response to Arguments 

In the Appeal Brief filed 28 February, 201 1 Appellant makes the following arguments: 
Argument 1 

Appellant argues that the 35 U.S.C. 1 12 2 nd rejection is improper because the Examiner has not 
shown that the claim is directed to indefiniteness rather than breadth; that the Examiner has not 
shown that the claims are not amenable to construction or are insolubly ambiguous, and that the 
term "Shariah" is not a particular material or product. 

In response Examiner contends that the recitation of "computing from the input property value 
and the input property financing amount, a quantity of mortgage insurance coverage required to 
satisfy a Shariah board determined Shariah compliant credit enhancement" is indefinite rather 
than merely broad. According to the claim, the Shariah Board would be required to interpret the 
Shariah to determine the amount of mortgage insurance needed to comply with the Shariah. Such 
an interpretation is inherently subjective and is therefore indefinite. 

The claim is also not amenable to construction because every construction (i.e. every different 
Shariah Board) would be different and the interpretation of the Shariah would be different, Even 
with the same input values. 

The "Shariah" is a body of Islamic religious law. The claim scope is uncertain since the name 
does not properly identify a particular law. The name is used to identify a source of laws, and 
not the laws themselves. Thus, the name does not identify or describe the laws associated with 
the name. In the present case, the name is used to identify/describe a law used by a group of 
Islamic scholars to review contracts for Shariah compliance and, accordingly, the 
identification/description is indefinite. The use of the term "Shariah" in the claim presents the 
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same problem as when a trademark or trade name is used in a claim as a limitation to identify or 
describe a particular material or product. See Ex parte Simpson, 218 USPQ 1020 (Bd. App. 
1982). 



Argument 2 

Appellant argues that the 35 U.S.C. 103 rejection of Claims 1 - 27 is improper. With respect to 
Claims 1 and 27 Appellant argues that Examiner's modification of Gould - by replacing the 
funding institution of Gould with the Shariah Board of the present application - cannot be made 
without undue experimentation. Appellant asserts that Gould is replete with references to 
"interest" which would violate the Shariah. The Claim is directed to determining an amount of 
mortgage insurance based on the property value and property financing amount, and securing a 
mortgage insurers commitment to insure a financing contract. Interest is not recited in Claim 1, 
nor in any dependent claim of the present application. Appellant asserts that interest is a violation 
of the Shariah as evidenced by "The Text of the Historic Judgment of Interest" given by the 
Supreme Court of Pakistan (Document). Examiner has carefully reviewed and considered this 
undated document. It appears that the details of the Order of the Court are not included in the 
submission, and therefore, it was impossible for the Examiner to draw any firm conclusions. 
Examiner understands that some banks have devised financing methods that do not conflict with 
Islamic law, which according to the Document provides that only an amount equal to the 
principal may be repaid. Although the concept of "interest free loans" is known, Examiner 
cannot determine if this concept is at the heart of the matter in the present application. 
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In modifying Gould, Examiner has simply substituted "an amount of mortgage insurance 
determined by the financial institution" in accordance with the disclosure in Gould (column 3 
line 40 - 43) with the recited "amount of mortgage insurance determined by the Shariah Board". 
This substitution may be viewed as a matter of design choice (which underwriter to use) or as a 
substitution of parts. 



Argument 3 

Appellant argues that the modification of Gould was guided by improper hindsight reasoning. 
The claimed invention provides a board determining a required credit enhancement. It would be 
obvious that the "Shariah board" could be replaced with another entity to make this 
determination as discloses in Gould. Applicant further argues that Gould is replete with teaching 
of "allocating mortgage interest" which is contradictory to the claimed invention; however, the 
claimed invention has no disclosure about interest at all. In response to applicant's argument that 
the examiner's conclusion of obviousness is based upon improper hindsight reasoning, it must be 
recognized that any judgment on obviousness is in a sense necessarily a reconstruction based 
upon hindsight reasoning. But so long as it takes into account only knowledge which was within 
the level of ordinary skill at the time the claimed invention was made, and does not include 
knowledge gleaned only from the applicant's disclosure, such a reconstruction is proper. See In 
re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 1971). 
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Argument 4 

Appellant argues that Examiner improperly modified Gould because the modification was 
contradicted by Gould, that Gould teaches away from the claimed invention and that the 
modification would destroy the intended function of Gould. Appellant has focused his argument 
on the disclosure of "interest" in Gould and on the basis that the Shariah ban interest in all forms. 
However, Gould still applies because now interest loans are known in the art. The specific 
teaching relied on from Gould are not related to the allocation of interest, but to the 
determination of the amount of mortgage insurance required to meet some standard, be it a 
financial institution's standard or a standard from the Shariah. 

Argument 5 

Appellant argues that Examiner improperly used Official Notice by modifying Gould with the 
old and well knows body of Islamic Law known as the Shariah. However, no such Official 
Notice was taken. The substitution of Gould's financial institution determining the amount of 
mortgage insurance with the Shariah Board's determination would be an obvious substitution of 
parts or an obvious design choice. 

Argument 6 

Appellant argue that Examiner failed to provide information pursuant to 35 U.S.C. 132 by failing 
to show how Gould could be modified to reach the claimed invention. Examiner contends that 
the Final Rejection mailed on 29 January, 2010 clearly detailed Examiner's reasons for rejection 
including the modification to Gould. 
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Argument 7 

Relative to Claims 2, 6 and 13-26, Appellant argues that the use of Official Notice was 
improper and that the response to the First Office Action properly traversed the use of Official 
Notice. The Appellant's traversal of the use of Official Notice was not proper in this response. 
The Examiner would like to note the requirements for traversing official notice from MPEP § 
2144.03: 

To adequately traverse such a finding, an applicant must specifically point out the 
supposed errors in the examiner's action, which would include stating why the noticed 
fact is not considered to be common knowledge or well-known in the art. See 37 CFR 
1.111(b). 

If applicant does not traverse the examiner's assertion of official notice or 
applicant's traverse is not adequate, the examiner should clearly indicate in the next 
Office action that the common knowledge or well-known in the art statement is taken to 
be admitted prior art because applicant either failed to traverse the examiner's assertion 
of official notice or that the traverse was inadequate [emphasis added]. 
Because Applicant has not specifically pointed out any errors in the Examiner's action, the 
officially noticed facts in the 23 June, 2009 Office Action are deemed admitted prior art. 
Appellant argue that Official Notice was used as the principle evidence for rejecting Claims 2, 6 
and 13-26, however, the Official Notice taken was in combination with Gould. 
The Officially Noticed facts include common practices in financial matters including: 
• self insurance 
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• obtaining financing and finance insurance simultaneously 

• paying the insurance premium with a single payment 

• paying the premium with proceeds from a sale 

• paying the premium from the proceeds of a commission 

• controlling communications between financial institutions 

• tracking the sale of the financing contract in a secondary market 

• linking buyers and seller in the marketplace 

• setting a price for the financing contract including an excess over the initial price 

• using the excess to purchase the mortgage insurance. 



11. Related Proceeding(s) Appendix 

No decision rendered by a court or the Board is identified by the examiner in the Related appeals 
and interferences section of this Examiner's Answer. 
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12. Conclusion 

For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 



/J. A. P./ 

Examiner, Art Unit 3686 
Date: 11 March, 2011 



/Gerald J. O'Connor/ 
Supervisory Patent Examiner 
Group Art Unit 3686 
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